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Art Unit: 3672 

DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: on page 1, the cross- 
referenced applications should be referenced with the US patent application number (i.e., 
10/680,053) or the PGPub number (i.e., US 20050072564). 

Appropriate correction is required. 

Claim Objections 

2. Claim 21 is objected to because of the following informalities: the recitation of "the 
continuous flow passage" lacks proper antecedent basis and should most likely be —a continuous 
flow passage-. Appropriate correction is required. 

4 

Claim Rejections - 35 USC§ 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-5, 7-20, 25, 26, 28-35, 37-40, and 42-45 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US patent application publication 20020125008 to Wetzel et al. 
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Regarding claims 1 and 1 1 , Wetzel et al disclose a method and system for completing a 
subterranean well comprising: positioning at least one assembly 18 in a wellbore 10; then 
inserting a portion of a tubular string 22 into an internal flow passage of the assembly; and 
attaching a fiber optic line 60 to the tubular string portion, the line extending within the internal 
flow passage (see Figs. 1-3 and paragraph [0031]). 

Regarding claims 2-4, 25, 26, 39, and 40 (see rejection of claim 28 below), the fiber optic 
line is contained in a conduit and is pumped, or blown, into the conduit after the inserting of the 
tubular string (see paragraphs [0050]-[0055]). 

Regarding claims 5, 12, and 30 (see rejection of claim 28 below), the assembly is a gravel 
packing assembly and the wellbore is gravel packed about the assembly (see paragraph [0026]). 

Regarding claims 7, 19, and 28, there are at least first and second assemblies in the 
wellbore, wherein the inserting step further comprises inserting the tubular string portion into 
each of the assemblies, and wherein the attaching step further comprises attaching the fiber optic 
line to the tubular string portion so that the fiber optic line extends in each of the assemblies (see 
Figs. 1-3). 

Regarding claims 8, 14, 15, 17, 31, 37, and 38, the fiber optic line 60 extends through 
packers and sealing devices wherein at least one of the sealing devices isolates the interior flow 
passage of the assembly from an annulus formed between the tubular string and the wellbore (see 
Figs. 1-3,9, 10, and 17A). 

Regarding claims 9 and 32-35, wherein a first flow control device interconnected in the 
tubular string controls flow between the flow passage in the first assembly and a first interior 
portion of the tubular string, and wherein a second flow control device interconnected in the 
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tubular string controls flow between the flow passage in the second assembly and the first 
interior portion of the tubular string, whereby the control devices are controlled from a remote 
location (see paragraphs [0032] and [0046]). 

Regarding claims 10, 16, 18, and 42-45, a portion 70 of the string is perforated (see 
paragraph [0033], but only shown in Figs. 4, 6, and 7), and while it is not explicitly recited, it is 
notoriously known in the art that the portion 70 of the string will open fluid loss control devices 
upon insertion of the portion 70 (see Figs. 1-3). 

Regarding claim 13, at least a portion of the assembly is in an uncased portion of the 
wellbore (see paragraph [0024]). 

Regarding claim 20, the assemblies are sealed to each other in the wellbore (see Figs. 1 , 
3, and 10). 

Regarding claim 29, the tubular string receives fluid flowed from each of the first and 
second assemblies (see Figs. 1-3). 

5. Claims 1,7-9, 11, 13-17, 19-23, 28, 29, 31-35, 37, and 38 are rejected under 35 
U.S.C. 102(b) as being anticipated by US patent 6,478,091 to Gano. 

Regarding claims 1 and 1 1 , Gano discloses a method and system for completing a 
subterranean well comprising: positioning at least one assembly 14 in a wellbore 20; then 
inserting a portion of a tubular string 36 into an internal flow passage of the assembly; and 
attaching a fiber optic line 17 to the tubular string portion, the line extending within the internal 
flow passage (see Figs. 1C-1E and col. 4, lines 22-25). 

Regarding claims 7, 19, and 28, there are at least first 14 and second 16 assemblies in the 
wellbore, wherein the inserting step further comprises inserting the tubular string portion into 
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each of the assemblies, and wherein the attaching step further comprises attaching the fiber optic 
line to the tubular string portion so that the fiber optic line extends in each of the assemblies (see 
Figs. 1C-1E). 

Regarding claims 8, 14, 15, 17, 31, 37, and 38, the fiber optic line 60 extends through 
packers and sealing devices wherein at least one of the sealing devices isolates the interior flow 
passage of the assembly from an annulus formed between the tubular string and the wellbore (see 
Figs. 1C-1E and col. 4, lines 3-6). 

Regarding claims 9 and 32-35, wherein a first flow control device 46 interconnected in 
the tubular string controls flow between the flow passage in the first assembly and a first interior 
portion of the tubular string, and wherein a second flow control device 48 interconnected in the 
tubular string controls flow between the flow passage in the second assembly and the first 
interior portion of the tubular string, whereby the control devices are controlled from a remote 
location (see col. 4, lines 7-17 and col. 5, line 51 through col. 8, line 30). 

Regarding claim 13, at least a portion of the assembly is in an uncased portion of the 
wellbore (see col. 3, lines 20-21). 

Regarding claim 16, the tubular string portion is perforated at 80 (see Fig. 4). 

Regarding claims 20-23, the assemblies are sealed to each other in the wellbore, sealing 
engagement between the assemblies forms a continuous flow passage extending through the 
assemblies, the tubular string portion and the fiber optic line are inserted into the flow passage, 
and a sealing device 38, 40, 42, or 44 carried on the .tubular string isolates the flow passage in 
one of the assemblies from the flow passage in another of the assemblies (see Figs. 1C-1E). 
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Regarding claim 29, the tubular string receives fluid flowed from each of the first and 
second assemblies (see Figs. 1C-1E). 

6. Claims 1, 5-7, 11,12, 14, 17, 19, 20, 28-30, 37, and 38 are rejected under 35 
U.S.C 102(e) as being anticipated by US patent 6,758,272 to Bixenman et al. 

Regarding claims 1 and 11, Bixenman et al disclose a method and system for completing 
a subterranean well comprising: positioning at least one assembly 14 in a wellbore 15; then 
inserting a portion of a tubular string (i.e., the tubular end of assembly 12) into an internal flow 
passage of the assembly; and attaching a fiber optic line 30 to the tubular string portion, the line 
extending within the internal flow passage (see Fig. 1 and col. 2, line 54 through col. 3, line 5). 

Regarding claims 5, 12, and 30 (see rejection of claim 28 below), the assembly is a gravel 
packing assembly and the wellbore is gravel packed about the assembly (see col. 3, lines 26-29). 

Regarding claim 6, the inserting step is performed after the gravel packing step because 
assembly 14 is first gravel packed, and then the assembly 12 is inserted into 14 (see col. 3, line 
66 through col. 4, line 19). 

Regarding claims 7, 19, and 28, there are at least first and second assemblies in the 
wellbore, wherein the inserting step further comprises inserting the tubular string portion into 
each of the assemblies, and wherein the attaching step further comprises attaching the fiber optic 
line to the tubular string portion so that the fiber optic line extends in each of the assemblies (see 
Fig. 1). 

Regarding claims 14, 17, 37, and 38, the fiber optic line 30 extends through packers and 
sealing devices (see Fig. 1). 

Regarding claim 20, the assemblies are sealed to each other (see Fig. 1). 
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Regarding claim 29, the tubular string receives fluid flowed from each of the first and 
second assemblies (see Fig. 1). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 24 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wetzel 
et al, Gano, or Bixenman et al in view of US patent 6,349,770 to Brooks et al. 

Either Wetzel et al, Gano, or Bixenman et al teach the system of claims 1 1 and 28 that 
includes a fiber optic line attached to a tubular. However, it is not explicitly taught that the fiber 
optic line extends through a telescoping travel joint interconnected in the tubular string. 

Brooks et al teach a system that includes a control line 12 attached to a tubular similar to 
that of the above references. It is further taught that the control line extends through a 
telescoping travel joint interconnected in the tubular string (see Figs. 1 and 5-8, and col. 2, lines 
8-12). It would have been obvious to one of ordinary skill in the art, having the teachings of 
Wetzel et al, Gano, or Bixenman et al and Brooks et al before him at the time the invention was 
made, to modify the fiber optic connections taught by Wetzel et al, Gano, or Bixenman et al to 
include the telescoping travel joint of Brooks et al, in order to obtain a joint that can expand 
and/or compress without damage to the control line. One would have been motivated to make 
such a combination since Brooks et al have shown it to be notoriously known in the art to use 
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such connections with control lines and since protection of the control line would be 
advantageous in any downhole operation. 

9. Claims 27 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wetzel 
et al in view of US patent 6,006,828 to Kluth et al. 

Wetzel et al teach the system of claims 26 and 40 above that includes a fiber optic line 
pumped into a conduit. However, it is not expressly taught that the conduit includes a check 
valve that permits outward fluid flow from the conduit at the tubular string portion. 

Kluth et al teach a conduit 3 1 that a fiber optic line is pumped through (see col.. 5, lines 
1 7-21). It is further taught that a check valve is in the conduit that permits outward fluid flow 
from the conduit at the tubular string portion (see col. 5, lines 20-21). It would have been 
obvious to one of ordinary skill in the art, having the teachings of Wetzel et al and Kluth et al 
before him at the time the invention was made, to modify the conduit taught by Wetzel et al to 
include the check valve of Kluth et al, in order to obtain a conduit that would not allow reverse 
fluid flow into the conduit containing the fiber optic line. One would have been motivated to 
make such a combination since Kluth et al have shown it to be notoriously known in the art to 
place a check valve in the conduit for this purpose, and because the references address the 
narrow problem of pumping fiber optic line through a conduit, a person seeking to solve that 
exact problem would consult the references and apply their teachings together. 

Furthermore, this combination of references could analogously be applied to either Gano 
or Bixenman et al to show that it would be obvious for the latter two references to have a conduit 
with a check valve for pumping the fiber optic line through. 
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Conclusion 



10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Andersen et al teach a tubular inserted into an assembly, the tubular opening a fluid 
loss control device in the assembly. Blacklaw, Martin, Smith, and Tubel et al teach various other 
wellbore applications of fiber optic lines. 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 7:00am to 4:30pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




■Bavid J.^agnell 
Supervisory Patent Examiner 
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